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REMARKS 

This Amendment is submitted in response to the Office Action 
dated April 5, 2005. In the Office Action, the Patent office 
rejected Claims 1, 10-12, 14 and 19 under 35 U.S.C. §103 (a) as 
being unpatentable by isnardl (U.S. Patent No. 6,687,384) in 
view of the Sbur (U.S. Patent No. 6,330,672). Further, the 
Patent Office rejected Claims 2, 3 and 13 under 35 U.S.C. 
§103 (a) as being unpatentable over Isnairdi in view of Shur and 
further in view of Tewfik et al. (U.S. Patent No. 6,226,387). 
Still further, the Patent office rejected Claim 4 under 35 
U.S.C. §103 (a) as being unpatentable over Isaardi in view of 
Shur and further in view of Tewfik et al. and Heinzelman et al. 
(U.S. Patent No. 6,754,277). Finally, the Patent Office 
rejected Claims 6 and 16 under 35 U.S.C. §103 (a) as being 
unpatentable over Jsjiardi in view of Shur and further in view of 
Zhu (U.S. Patent No. 5,821,887). 

By the present Amendment, Applicants amended Claims l and 
12. Further, Applicants submit that the amendments to the 
claims and the reasons that follow overcome the rejections made 
by the Patent Office and place the application in condition for 
allowance . 

With respect to the rejection of Claims 1, 10-12, 14 and 19 
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under 35 U.S.C, §103 (a) as being unpatentable over Jsn^rdi in 
view of Shur. Applicants submit that the amendments to Claims 1 
and 12 overcome the rejection under 35 u.S.c. §103 (a) and place 
the application in condition for allowance. Notice to that 
effect is requested. 

In the Office Action, the Patent Office alleged- 

bit stream (Piq 4. col' 7 P?^?'''-^^'^^ f compressed 

(=01 11 «tra=tin9 a plvurality of dat, bits 

eScryptl™ ^"^ producing embedded 

.i«^^-..r^^^^^^^^^ - a.. 

independent Clai™ l, as airended, requires the step of 
determining a type of coding of the compressed bitstrea. wherein 
the type of coding is inter coding or intra coding. Moreover, 
Clain 1 requires the step of producing e,nbedded data bits based 
on the plurality of data bits from the bitstream wherein the 

embedded data bits are based r^r> t-u^ ^■ 

are oased on the coding of the compressed 

bitstream. 
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independent claim 12, as amended, requires means for 
determining a type of coding of the compressed bitstream wherein 
the type of coding ia inter coding or intra coding. Moreover, 
Claim 12 requires means for identifying locations in the 
compressed bitstream wherein the locations are based on the type 
of coding of the compressed bitstream. 

Ts^ardi merely teaches a method and apparatus for embedding 
data in an encoded video bitstream, for example, an MPEG or 
MPEG-like bitstream. Purther, the bitstream includes 

redundantly coded syntax element values of which one is an 
overriding value. Moreover, the bitstream includes mandatorily 
coding the syntax element overriding value and replacing the 
non-overriding syntax element value with the data to be 
embedded . 

Shur merely teaches a signal which is encoded, for example, 
perceptually and, during or after the perceptual coding process. 
Further, Siur teaches a digital watermark which is inserted into 
a quantized digital information signal resulting from the 
perceptual coding process. Moreover, Shur teaches a digital 
watermark which is imperceptible to one later listening to, 
displaying or otherwise utilizing the information signal. 

Clearly, neither Isnardi nor Shur, taken singly or in 
combination, teaches or suggests the steps of determining a type 
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of coding of the compressed bitstream wherein the type of coding 
is inter coding or intra coding wherein the embedded data bits 
are based on the coding of the compressed bitstream as required 
by Claim 1, as amended. Neither Isnardl nor Shur. taken singly 
or in combination, teaches or suggests means for determining a 
type of coding of the compressed bitstream wherein the type of 
coding is inter coding or intra coding wherein the locations are 
based on the type of coding of the compressed bitstream as 
required by Claim 12, as amended. 

On the contrary, Xsnardi merely teaches "data hiding refers 
to the embedding of inforn^tion into signals that have been 
c:oded in accordance with the MPEG or an MPEG-like coding 
standard.^ Purther, Xs^ardi teaches Mn an MPEG compressed 
bitstream, the quantization scale code (QSC) value is 
mandatorily explicitly coded in the fl.st coded macroblocK 
following a slice header and the embedded data is inserted into 
the QSC position in the slice header." 

Shur teaches «the output binary bitstream contains a 
recoverable watermark generated by generator 130 and located in 
the bitstream according to the output of watez^rk location 
(ix^dex) selector 120." Purther. Stur teaches «the signature may 
be a function of a number of identifying parameters as will be 
further described below, for example, associated with a specific 
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location in the distribution channel, date and time of 
distribution and type of distribution transaction." Still, 5har 
teaches "the digital watermark or signature is created by 
encrypting the chosen set of parameters. Moreover, Shur teaches 
''the watermark location (index) selector 120 operates via a 
signal from the transformation function 104 as to what 
coefficients are below the threshold- The above process of 
transformation 104 leads to a sequence of spectral samples whose 
coefficients are below the perceptual threshold which may 
referred to as a candidate watermarking sequence B(i) 

Nowhere does Jsnardl or Shur, taken singly or in 
combination, teach or suggest the steps of determining a type of 
coding of the compressed bitstream wherein the type of coding is 
inter coding or intra coding wherein the embedded data bits are 
based on the coding of the compressed bitstream as required by 
Claim 1. Moreover, nowhere does Jsnardi or Shur^ taken singly 
or in combination, teach or suggest means for determining a type 
of coding of the compressed bitstream wherein the type of coding 
is inter coding or intra coding wherein the locations are based 
on the type of coding of the compressed bitstream as required by 
Claim 12, as amended. 

Moreover, a person of ordinary skill in the art would never 
have been motivated to combine Jsnardi and Shur in the manner 
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suggested by the Patent Office in f ornrulating the rejection 
under 35 U.S.c §103 (a) . More specifically. Applicants submit 
that the Patent Office is merely "piece -mealing" references 
together, providing various teachings and positively defined 
limitations of Applicants' method and system to deprecate the 
claimed invention. Of course, hindsight reconstruction of 
Applicants' invention is impermissible. Accordingly, Applicants 
respectfully submit that Claims i and 12, as amended, distinctly 
define the present invention from Jenardi and Shur, taken singly 
or in combination. 

It is submitted that the question under §103 is whether the 
totality of the art would collectively suggest the claimed 
invention to one of ordinary skill in this art. In re Simon . 461 
F.2d 1387, 174 USPQ 114 (CCPA 1972). 

That elements, even distinguishing elements, are disclosed 
in the art is alone insufficient. It is common to find elements 
somewhere in the art. Moreover, most if not all elements 
perform their ordained and expected fiinctions. The test is 
whether the invention as a whole, in light of all of the 
teachings of the references in their entireties, would have been 
obvious to one of ordinary skill in the art at the time the 
invention was made. Connell v. Sears, Roebuck & Co, . 722 F.2d 
1542, 220 USPQ 193 (Fed. Cir. 1983). 
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It is insufficient that the art disclosed conponents of 
Applicants' invention, either separately . or used in other 
combinations. A teaching, suggestion, or incentive must exist 
to make the combination made by Applicants. Interconng.r!f, 
PlamxiAq Corp. V. Feil, 774 P. 2d 1132, 1143, 227 USPQ 543, S5l 
(Fed. Cir. 1988) . 

With the analysis of the deficiencies of Isnardl and shur 
in mind, as enumerated above, no reason or suggestion in the 
evidence of record exists why one of ordinary skill in the art 
would have been led to modify Jsnardi with Shur to produce the 
claimed invention. Therefore, prima facie obviousness has not 
been established by the Patent Office as required imder 35 
U.S.C. §103. 

Even assuming that one having ordinary skill in the art 
could somehow have combined the references applied by the Patent 
Office, the references still lack the novel steps and structural 
relationships positively recited in amended Claims i and 12, 
respectively. Namely, neither Tenardi nor Shur. taken singly or 
in combination, teaches or suggests the steps of determining a 
type of coding of the compressed bitstream wherein the type of 
coding is inter coding or intra coding wherein the embedded data 
bits are based on the coding of the compressed bitstream as 
require.d by Claim 1, as amended. Further neither Ignardi nor 
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Shur, taken singly ox In combination, teaches or suggests a«ans 
tor detenninlng a type of coding of the compressed bitstrea™ 
Wherein th, type of coding is inter coding or intra coding 
Wherein the locations are based on the type of coding o£ the 
con^ressed bitstrean, as retired by Claim 12, as a.^„ded. 
Accordingly, the rejection of Claims 1, lo-lj. 14 and is under 
35 U.S.C. S103<a) has been overcome and should be withdra.,,. 
Notice to that effect is requested. 

With respect to the rejection ot claims 2, 3 and 13 under 
3S U.S.C. si03(a) as being unpatentable over xsnardi in view of 
-*ur and further in view of r«,f,, et al., Applicants 
respectfully submit that the rejection has been overcome by the 
amendments to Claims, 1 and 12, respectively, and for the reasons 
that follow. 

In the Office Action, the Patent office asserts: 

<r.r,i If^^^f^ discloses the compressed MPEG bitstream 
including MPEG-1 and/or MPEQ-2 ^nrf/^,- 1 oitstream 

standards (col. line/ 3 a^d 4) , in mpegT'JS^'''' Tf^? 
. scalability is already standardized ' ^ "^^'^'^^ 

Tewfik et al. disclose a method and apparatus fo^ 

IT^tiir^-^rt -^^r^^^-^ video''^?:tf "^sfng 

epaniai and temporal pronertie<3 fr^>. ^ j^. ^ 

watermark (col . line 62 to cS 7 Une 23^ ^"^^^''""^ 

skill"i„"°t\'e^ at'\he°\"'°"" ^""^ ^^-^^^ 

employ the spatial and ^""^ invention to 

bifs7as rewlif et al t.i^.l7''^^\/°'" ^"^^'^ding data 
and <?hM^ et al. teach, zn the system of Jsnardi 

SJd robust " '° embedding watex^rk invisSS 
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How,ver, Claim 2 ^.^i.ee the step of scanning the bicstrean, 
to find spatial locations for embedding data bits, claim 3 
requires the step of scanning the bltstream to find temporal 
locations for e^^ddlng data bits, and claim 13 reguires means 
fcr scanning the bitstream to locate blocks wherein the blocks 
contain the original codewords. 

rs«,i* et ai., however, fail to teach or to suggest the 
steps and the elements of the present invention which are not 
taught by Xsnardi and SMur. taken singly or in combination, as 
required by amended independent claims 1 and 12, respectively, 
from Which Claims = and 3 and claim 13 depend, respectively. 
Accordl™,ly, the rejection of claims 2. 3 and 13 under 35 u.S.C. 
S103(a) has been overcome and should be withdra«i. Notice to 
that effect is requested. 

With respect to the rejection of claim 4 under 3B U.S.C. 
S103(a) as being unpatentable over lsnar<ll in view of 5hur and 
further in view of Te^.j, et ai. and Hein^el^ et al.. 
Applicants respectfully submit that the rejection has been 
overcome by the amendment to Claim i and for the reasons that 
follow. 

In the Office Action, the Patent Office asserts: 

'-T^wflk et al. discloses using soatial An^ 
temporal properties for embedding data bits tolev^f 
TewfxK et al . does not disclose an \rro. res™; 
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tranamiasion. =l»3eet to errors during 

In JstriT " resilience tools 

However, Clai™ 4 retires the step of scanning the bitatream 
to find spatial or temporal locations for embedding data bits 
that can be reliably recovered by an error resilience decoder if 
the bitatream is subject to errors during transmission. 

«ein.el™n et al.. however, fail to teach or to suggest the 
steps of the present invention „hich are not taught by Isnardi, 
.hur anci xewfi;. et al., taken singly or in co^ination, as 
required by .tended independent Claim 1 f,„„ „hich Claim 4 
depends. Accordingly, the rejection of claim 4 under 3^ „.s.c. 
S103(a) has been overcome and should be withdrawn. Notice to 
that effect is requested. 

With respect to the rejection of Claims s and 16 under 35 

O.S.C. S103(a) as being unpatentable over Xsnardi m view of 

Shur and further in view of zhu ar^v^n -i 

ot Zhu, Applicants respectfully submit 

that the .ejection has been overcome by the axnendment to Clain. 
1 and 12, respectively, and for the reasons that follow. 
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In the Office Action, the Patent Office asserts: 

'^l3nardi and Shur does not disclose the original 
codewords have a triplet form and wherein final 
codewords have a LAST coef f ieient=l . 

Zhu discloses H.263 standard employing fixed 
Huffman tables for encoding what is calls "events" 
with 3 tuple defined as (LAST, RUN, LEVEL) with the 
LAST is a nonzero coefficient indication (col. 7, 
lines 50-56) . \ ^. 

It would have been obvious to one of ordinary 
skill in the art at the time of the invention to 
eir?jloY the triplet form of event, as Zhu teaches, in 
the system of isnardi and Shur. so aa to make 
efficient usage of memory." 

However, Claim 6 requires the original codewords to have a 
triplet form of EVENT = (run, lbvbl, LAST) and further wherein 
final codewords in the bitatream have a -LAST* coefficient = 1; 
and Claim 16 requires the codewords to have a triplet form of 
EVENT = (RUN, LEVEL, LAST) and further wherein final codewords 
in the bitstream have a "LAST" coefficient = 1. 

Zhu, however, fails to teach or to suggest the steps and the 
elements of the present invention which are not taught by 
iBnardi and Shur^ taken singly or in combination, as required by 
amended independent Claims 1 and 12, respectively, from which 
Claims 6 and 16, respectively, depend. Accordingly, the 
rejection of Claims 6 and 16 under 35 U.S.C. §103 (a) has been 
overcome and should be withdrawn. Notice to that effect is 
recjuested. 

Claims 2-11 and 14 depend from Claim 1; and Claims 13 and 
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Transmittal letter are Kos ^ Amendment After Pinal ^r.^ 
9306 to: Mail stop ^ co^f transmitted via telefax m3)8?2 
Alexandria, VA 223"x3^;s0°r^:;rg^- ^-0. B^i°^^,^'o^■ 




M. Mattaon (Reg 
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15-19 depend from Claim 12. These claims are further believed 
allowable over Isnardi. Kbansarl et. al . and Zbu for the same 
reasons set. forth with respect to Claims 1 and 12 since each 
sets forth additional steps and novel elements, respectively, of 
Applicants' method and system, respectively. 

In view Of the foregoing remarks and amendments. Applicants 
respectfully submit that all of the claims in the application 
are in allowable form and that the application is now in 
condition for allowance. Further, Applicants submit that 
neither further search nor consideration would be necessitated 
by entry of this Amendment; therefore, entry of this Amendment 
is proper and should be effected. 

If any outstanding issues remain, Applicants urge the Patent 
Office to telephone Applicants' attorney so that the same may be 
resolved and the application expedited to issue. Applicants 
request the Patent office to indicate all claims as allowable 
and to pass the application to issue. 

Ltted, 

iO. Wo. 35.Q1Aj^ 

^-^^ ^"Jr a/^T-i 

Patents+TMS 

A Professional Corporation 
2849 W. Armitage Ave. 
Chicago, Illinois 6064 7 
Telephone: (773)772-6009 
Attorney for Applicants 
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